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This publication, issued monthly, contains all current decisions 
of the law of trade-marks, trade-names and unfair competition in 
the courts of the United States, and of the several States and in 
the United States Patent Office. The text of opinions, other than 
Patent Office decisions, is given in full so far as they relate to 
trade-marks, or allied subjects, with references to the official or 
other reports, if any, in which the cases are to be found, and with 
annotations and cross references, designed to illustrate the develop- 
ment and assist in the study of this branch of the law. 

It likewise contains the text of all legislative enactments of the 
several state legislatures, and of the federal congress, relating to 
the subject. 

Thus the publication embraces the entire body of current law 
in this important field within the United States, as announced by 
courts and legislative bodies from year to year. It includes also 
all treaties and conventions relating to trade-marks to which the 
United States is a party. Each annual volume is completed with 
an index, digest and table of cases, that makes its contents readily 
accessible for reference. ‘To these has been added a cumulative 
table of citations covering all the cases reported in the publication 
from the beginning. This feature adds immeasurably to the useful- 
ness of the publication and to the availability of the material con- 
tained in it. 

It is intended primarily for the use of laywers and is edited 
with a view to their needs and requirements. The subscription 
price is SIX DOLLARS per year in the United States, Canada 
and Mexico; elsewhere THIRTY-THREE SHILLINGS. 

A limited number of volumes for previous years can be fur- 
nished at the following prices: 

Brown Cloth 

Brown Buckram 

Digest (either binding) 

Add to the above prices five per cent for each year elapsed 
since the year of publication, except in the case of the Digest. 

Transportation extra. 
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Publication Office, 187-189 College St., Burlington, Vt. 
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Younes RupsBer Corporation, Inc. v. C. I. Lez & Company, Inc., 
AND CuarENCE I. Lee & Co., INc., ET AL. 


United States Circuit Court of Appeals, Second Circuit 
December 15, 1930 


Trape-Marks INFRINGEMENT—Svuits—RicurT to Intropuce New Evimence 
on APPEAL. 


Since an appeal from a decree in equity is not a trial de novo, 
plaintiff was not permitted to file affidavits relating to defendant’s 


interstate sale of the infringing goods, when such affidavits had not 
been introduced at the trial. 


Trape-Mark INFRINGEMENT—DerFense or “UNcLtEAN Hanps”—PosstBitity 
or Untawrut Use or Goons [NvAtip as Derense. 

The fact that some of the contraceptive products put out by the 
plaintiff under the trade-mark “Trojan” were used illegally by drug- 
store patrons, held not to annul plaintiff’s right to be protected in its 
use, since plaintiff’s sales to retail druggists were entirely legal. 

In equity. On appeal from a decision of the United States 
District Court for the Southern District of New York dismissing 
the bill. On reargument. Reversed and remanded. (For opinion 
on first hearing, see 20 T.-M. Rep. 559.) 


Crichton Clarke, of New York City, for appellant. 
Bernard Katzen, of New York City, for appellees. 


Swan, C. J.: The appeal having been decided upon a juris- 
dictional point raised by the court of its own motion, a reargument 
was granted upon that point. Thereupon the plaintiff moved (1) 
for leave to amend its bill of complaint by inserting therein an 
allegation that the corporate defendant sells “in commerce among 
the several states” the infringing articles, and (2) that certain 
affidavits filed in the court below on the motion for a preliminary 
injunction be admitted in evidence. 

An appeal from a decree in equity is not a trial de novo and 
this court lacks power to take new evidence. It may, of course, 
permit an incomplete record to be corrected by addition of what 
was omitted, but the affidavits in question were not offered in evi- 
dence on the trial below and therefore cannot be deemed part 
of the record brought up for review by this appeal. Boone v. 
Chiles, 10 Pet. 177, 208; Hoyland v. Smith, 22 Fed. (2d) 769, 770 
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(C. C. A. 9). Hence the motion as to the affidavits must be denied 
and we do not consider whether the statements and admissions 
they contain would be sufficient to prove sales in interstate com- 
merce by the defendants. 

An appellate court may permit an amendment to conform the 
pleadings to the proof (Norton v. Larney, 266 U. S. 511, 516 [45 
S. Ct. Rep., 145]), but we are not aware of any principle which 
would justify us in going further. Therefore, the amend must be 
denied, since we cannot find in the record proof of interstate sales 
by the defendant. 

We have carefully gone over the record again in the light of 
plaintiff’s petition for reargument and the argument thereon, but 
we are constrained to adhere to our former opinion that evidence 
of interstate sales is lacking. Mr. Young’s testimony that he had 
reports of the defendants’ Trojans being offered in Virginia and 
North Carolina was objected to and the objection was sustained. 

Without this his testimony comes down to the statement that 
the plaintiff's business is nation-wide and is greatly affected by 
the competition of defendants’ Trojan goods. In addition there is 
Exhibit 9, defendants’ price list, which does not refer to any 
market, local or national, and which plaintiff would have us take 
as evidence that it is addressed to a national market. It was 
obtained by Pollaci in connection with an intrastate sale. 

There is also Exhibit 11, which describes defendants as “manu- 
facturers and jobbers” and contains an order blank reading: 


This was also issued to Pollaci. All the evidence is as consistent 
with intrastate as with interstate business by defendants. The 
only sales actually proved were intrastate. 

However, we think the order contained in our original opinion 
was unduly strict in directing dismissal of the suit for lack of 
jurisdiction. It is obvious that the parties tried the case on the 
theory that the only issue was the question of legality or illegality 
of plaintiff’s business and of its trade-mark on goods of this charac- 
ter. Plaintiff should be given an opportunity to prove, as counsel 
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asserts it can, that defendants are really infringing in interstate 
commerce, and of course the defendants may contest that issue. 

It is within our power to send the case back for further evi- 
dence upon a single issue. Drainage Dist. No. 7 v. Sternberg, 
15 F. (2d) 41 (C. C. A. 8); see Lee v. State Bank & Trust Co., 
38 F. (2d) 45 (C. C. A. 2). Accordingly, the cause will be 
remanded with directions to dismiss for lack of jurisdiction unless 
plaintiff shall amend its complaint to allege sales by defendants 
of the infringing article in interstate commerce, and, in that event, 
to reopen the case for evidence by both parties upon that issue, 
and if infringement in interstate commerce is proved for the entry 
of an appropriate decree. 

The entry of a decree, if infringement in interstate commerce 
is proved, will require a determination by the district court of the 
merits of the controversy which has been briefed and argued on 
this appeal, namely, whether the character of its business is such 
as to preclude plaintiff from obtaining protection in a court of 
equity. 

If we express no opinion on this question we are assured that 
another appeal will follow, however it may be decided below. No 
new evidence is to be received on this issue; the evidence is already 
before us and its legal effect has been fully argued. Under these 
circumstances, we think that the time of this court will be con- 
served and justice will be accorded the parties more promptly, if 
we express our views at this time. Consequently we shall do so, 
though recognizing that it is contrary to our usual practice of 
deciding no more than is essential to dispose of an appeal. 

There is no Federal statute forbidding the manufacture or 
sale of contraceptives. The articles which the plaintiff sells may 
be used for either legal or illegal purposes. If, for example, they 
are prescribed by a physician for the prevention of disease, or 
for the prevention of conception, where that is not forbidden by 
local law, their use may be legitimate; but if they are used to 
promote illicit sexual intercourse, the reverse is true. 

The plaintiff confines its own sales to druggists and to jobbers 
who will agree to sell only to licensed drug stores. If purchasers 
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from it some times resell illegally, that, plaintiff says, is a matter 
with which it has nothing to do and should not put its business 
beyond the pale of equitable protection against an admitted in- 
fringement of its trade-mark. 

The relief which plaintiff may obtain depends upon the pro- 
visions of the Trade-Mark Act of 1905 as amended, and section 21 
thereof (33 Stat. 729; 15 U. S. C. A. sec. 101) reads as follows: 

“That no action or suit shall be maintained under the provisions of 
this act in any case when the trade-mark is used in unlawful business, or 
upon any article injurious in itself, or which mark has been used with 


the design of deceiving the public in the purchase of merchandise, or has 
been abandoned, or upon any certificate of registration fraudulently 


obtained.” 

It is the defendants’ contention that this provision precludes 
the maintenance of plaintiff's suit. 

As already stated no Federal statute forbids the manufacture 
or sale of contraceptives. By the local law of New York such 
articles are not absolutely prohibited. Section 1145 of the Penal 
Law authorizes the supplying of them to lawfully practicing physi- 
cians, or by their direction. In People v. Sanger, 222 N. Y. 192, 
195, there is a dictum that: 


“ 


The protection thus afforded the physician would also extend 


to the druggist, or vendor, acting upon the physician’s prescription or 
order.” 


Indeed, the individual defendant in the present suit has been 
convicted of criminal infringement of plaintiff's registered trade- 
mark—a result of which can be reached under the local statutes 
only on the theory that the articles are things “which may be law- 
fully kept or offered for sale.” N. Y. Penal Law, secs. 2350, 
2352, 2354; People v. Lee, No. 6121, App. Div. First Jud. Dep. 
April 17, 1930; appeal to N. Y. Ct. of App. refused April 28, 
1930. Hence, it cannot be held under either Federal or state law 
that all sales of the plaintiff’s article are illegal. Since the article 
may be legally sold under some circumstances, we see no reason 
to doubt the validity of the trade-mark; nor can we say that it is 
necessarily “used in unlawful business” within the terms of said 
section 21. 
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Defendants’ argument, however, relies upon sections 334 and 
396 of the Criminal Code (U.S. C. A. Title 18) and the plaintiff's 
own testimony that it distributes its merchandise by mail and 
interstate common carriage. Section 334 makes criminal the mail- 
ing of “non-mailable matter,” and defines that phrase to include 
“every article or thing, designed, adapted or intended for prevent- 
ing conception or for any indecent or immoral use; and every 
article, instrument, substance, drug, medicine, or thing which is 
advertised or described in a manner calculated to lead another 
to use or apply it for preventing conception or producing abortion 
or for any indecent or immoral purpose; . .. .” Section 396 
reads as follows: 
“Whoever shall . . . . knowingly deposit or cause to be deposited with 
any express company or other common carrier for carriage from one State 
, . to any other State . . . . any drug, medicine, article or thing 
designed, adapted or intended for preventing conception, or producing 


abortion, or for any indecent or immoral use; . . . . shall be fined not 
more than $5,000 or imprisoned not more than five years, or both.” 


Taken literally, this language would seem to forbid the trans- 
portation by mail or common carriage of anything “adapted” in 
the sense of being suitable or fitted, for preventing conception or 
for any indecent or immoral purpose, even though the article 
might also be capable of legitimate uses and the sender in good 
faith supposed that it would be-used only legitimately. 

Such a construction would prevent mailing to or by a physi- 
cian of any drug or mechanical device “adapted” for contracep- 
tive or abortifacient uses, although the physician desired to use 
or to prescribe it for proper medical purposes. The intention to 
prevent a proper medical use of drugs or other articles merely 
because they are capable of illegal uses is not lightly to be ascribed 
to Congress. 

Section 334 forbids also the mailing of obscene books and 
writings, yet it has never been thought to bar from the mails medi- 
cal writings sent to or by physicians for proper purposes, though 
of a character which would render them highly indecent if sent 
broadcast to all classes of persons. See United States v. Chesman, 


19 F. 497, 498 (C. C. E. D. Mo.); United States v. Clarke, 38 F. 
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500, 502 (D. C. E. O. Mo.); United States v. Smith, 45 F. 476, 
478 (D. C. E. D. Wis.); United States v. Dennett, 39 F. (2d) 
564, 568 (C. C. A. 2). 

It would seem reasonable to give the word “adapted” a more 
limited meaning than that above suggested and to construe the 
whole phrase “designed, adapted or intended” as requiring an 
intent on the part of the sender that the article mailed or shipped 
by common carrier be used for illegal contraception or abortion or 
for indecent or immoral purposes. See Bours v. United States, 
229 F. 960, 964 (C. C. A. 7). However, we do not find it neces- 
sary to decide this question in the present case. 

Let it be assumed that plaintiff violated the provisions of sec- 
tions 334 and 396 of the Criminal Code by mailing and shipping 
its merchandise. The question then arises whether such a viola- 
tion precludes the maintenance of a trade-mark infringement suit 
by reason of section 21 of the Trade-Mark Act. 

That section bars the remedy only “when the trade-mark is 
used in unlawful business,” and it may be persuasively urged that 
only the use of the trade-mark in making unlawful sales brings 
section 21 into play. By way of illustration of the argument 
suppose that a manufacturer of explosives sells them under a regis- 
tered trade-mark, and in one instance shipped the goods to a pur- 
chaser by common carrier without marking them as explosives, 
as required by Federal statute (18 U. S. C. A., section 385). 

It is by no means clear that such a violation of law would 
prevent the maintenance by the manufacturer of any suit for in- 
fringement of his trade-mark. Indeed, we should be disposed to 
hold that it would not. Not every unlawful act in connection with 
a business brings the trade-mark under the ban of section 21. 

Numerous cases have held that violation of the Sherman Act 
does not bar a plaintiff from enjoining an infringer of his trade- 
mark, although in none of them, we believe, has this section been 
mentioned. Coca-Cola Co. v. Gay-Ola Co., 200 F. 720 (C. C. A. 6) 
[4 T.-M. Rep. 297]; Coca-Cola Co. v. Bennett, 238 F. 518 (C. C. 
A. 8) [7 T.-M. Rep. 159]; Nims, Unfair Competition, 8rd Ed., 
section 418, and cases there cited. Taken literally the phrase 
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under consideration, it is difficult to say that the trade-mark “is 
used” in the illegal transportation. 

But aside from merely verbal difficulties and viewing the more 
important consideration of the probable purpose of the legislation, 
the purpose of section 21 would seem to be to prevent a plaintiff 
from enforcing his trade-mark when he uses it to promote sales 
which are unlawful, or which deceive the public in respect to the 
goods or to the validity of the trade-mark. Hence, in our judg- 
ment, the plaintiff's violation of the mailing statute or the trans- 
portation statute, if such violations be assumed, would not bar 
its remedy, provided the sales it seeks to protect from trade-mark 
infringement by the defendants are legal. The only case found 
which has discussed the meaning of section 21 construes it as 
merely declaratory of the long established equitable principle re- 
garding the defense of illegal conduct on the part of a plaintiff. 
Anheuser-Busch v. Cohen, 37 F. (2d) 393, 895 (D. C. Md.). 

We must consider, therefore, whether the proof shows plain- 
tiff’s business of selling to be unlawful. Its sales are to whole- 
sale and retail druggists and to jobbers who will agree to sell only 
to drug stores. Section 1142 of the New York Penal Law makes 
it a misdemeanor to sell or offer for sale any article, drug or 
medicine for the prevention of conception, or for causing unlawful 
abortion, but section 1145 provides that “the supplying of such 
articles to [lawfully practicing] physicians or by their direction 
or prescription, is not an offense under this article.” 

As already stated, the highest court of the state has said that 
the protection thus afforded physicians extends also to “the drug- 
gist, or vendor, acting upon the physician’s prescription or order.” 
People v. Sanger, supra. Doubtless the druggist or vendor to 
whom the court had reference is the retailer from whom the physi- 
cian or his patient would naturally purchase. 

Nothing is said with reference to the right of a manufacturer 
to sell to druggists without a physician’s order. But in view of 
the way modern business is conducted such a right we believe 
to be implicit in the statute; otherwise no local supply of aborti- 
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facient or contraceptive drugs or instruments would be available 
for use by physicians. 

It can hardly be supposed that the physician was to seek out 
a manufacturer each time he had professional need for a drug 
or instrument of the generally prohibited character, or that in 
anticipation of a possible future need he should in advance direct 
the manufacturer to place a supply with the local druggist whom 
he favored. We conclude, therefore, that a manufacturer of drugs 
or instruments for medical use may in good faith sell them to 
druggists or other reputable dealers in medical supplies, or to 
jobbers for distribution to such trade. 

The defendants contend that the volume of plaintiff's sales 
demonstrates that its product is being illegally disposed of by 
retail druggists, and charges plaintiff with complicity in their 
illegal sales. Plaintiff’s president testified that its business runs 
to about 12,000 gross per month. This means approximately 
20,000,000 a year, and plaintiff is not the only manufacturer of 
such articles. 

Defendants’ witness, Doctor Jacobs, testified that the article 
is infrequently prescribed by physicians and is commonly sold by 
drug stores to any customer who calls for it and without requiring 
a physician’s prescription. It can hardly be doubted that such 
a volume of business could not under the circumstances be sup- 
ported solely by the legitimate demand. Let it be conceded, then, 
that some of plaintiff's goods are used legitimately but many are 
disposed of by its purchasers for illegal uses, as plaintiff itself 
must know. Does this fact preclude it from maintaining its suit 
because of section 21 or general equitable principles? 

In Fuller v. Berger, 120 F. 274 (C. C. A. 7), cert. denied, 193 
U. S. 668 (24 S. Ct. R., 855), the complainant sought to enjoin in- 
fringement of a patent on a bogus-coin detector for coin-operated 
vending machines. The only use to which complainant put the 
detector was to guard gambling machines made by it. Defendants, 
without license, applied the detector to gambling machines of their 
make. 
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It was urged that the complainant had no standing because he 
came into court with unclean hands, but an injunction was granted, 
the court saying as to this defense (page 278): 

" . . Equity is not concerned with the general morals of a com- 
plainant; the taint that is regarded must affect the particular rights 
asserted in his suit. . . . But if the defendant can do no more than show 
that the complainant has committed some legal or moral offense, which 
affects the defendant only as it does the public at large, the court must 
grant the equitable remedy and leave the punishment of the offender to 
other forums.” 


This principle was followed in Board of Trade v. L. A. Kin- 
sey Co., 1380 F. 507 (C.C. A.), aff'd, 198 U. S. 236 (25 S. Ct. R., 
637), where the Board of Trade was allowed to protect its property 
right in market quotations based on the transactions on its ex- 
change, the defense urged being that a large percentage of such 
transactions were illegal gambling contracts and that the plaintiff 
permitted such gambling on its exchange. 

There can be no doubt that the general rule that one coming 
into equity must come with clean hands is confined to the conduct 
of the party in the matter before the court, and not to matters 
aliunde. This is the ratio decidendi of the authorities, already 
referred to, holding that the owner of a patent or a trade-mark 
can protect his property and enforce his rights against an infringer, 
even though the plaintiff may. be engaged in a business which is 
in restraint of trade. See Coca-Cola cases, supra; see also Talbot 
v. Independent Order of Owls, 220 F. 660, 662 (C. C. A. 9). 

In the case before us, the plaintiff has a valid trade-mark and 
under general equitable principles is entitled to protect its sales, 
so far as they are legal, against unfair competition by piracy of 
the mark. In our opinion section 21 gives a defendant in equity 
no new or greater defense. If the defendants’ unfair competition 
were shown to deprive the plaintiff of the opportunity to make only 
sales which were illegal, a court of equity might properly refuse 
relief, as it did in Portsmouth Brewing Co. v. Portsmouth Brewing 
& Bottling Co., 67 N. H. 433, and McVey v. Brendel, 144 Pa. 235. 

If, for example, plaintiff were selling direct to the public 
without a physician’s prescription, it could not complain because 
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defendants by making similar sales under piracy of plaintiff's 
trade-mark deprived it of such illegal business. But plaintiff sells 
only to druggists or to jobbers for distribution to druggists. 

Sales to druggists are legal unless the plaintiff is in complicity 
with the druggists’ intention to resell illegally. Mere knowledge 
by a vendor of his vendee’s unlawful purpose does not render 
the contract illegal in most jurisdictions. Graves v. Johnson, 179 
Mass. 53; Tracy v. Talmage, 14 N. Y. 162; Hill v. Spear, 50 
N. H. 253; cf. Hanover v. Doane, 12 Wall. 342 (making distinc- 
tion as to “heinous” crime); 3 Williston, Contracts sec. 1754. 
While the volume of plaintiff’s sales throughout the country justifies 
the inference that illegal sales are being made by its vendees, and 
that plaintiff must know this, there is nothing to show plaintiff's 
complicity in aiding or desiring such illegal sales. 

Defendants argue that while plaintiff's contracts may be 
legally enforceable against its vendees, its business is in its nature 
sufficiently reprehensible to be outside the field of equitable pro- 
tection. It must be conceded, however, that no reprehensibility 
attaches to such part of the business as relates to goods that ever 
become diverted to illegal use. As to so much surely, plaintiff is 
entitled to protection. 

If there is another part relating to goods which may become 
so diverted, that is a collateral matter which defendants cannot 
successfully invoke to excuse infringement of plaintiff's valid trade- 
mark. Cf. World’s Dispensary Medical Assn. v. Pierce, 203 N. Y. 
419, 423 [2 T.-M. Rep. 23]; Bentley v. Tibbals, 223 F. 247, 252 
(C. C. A. 2). Accordingly, if the district court shall find that 
defendants have infringed in interstate commerce, plaintiff should 
be granted an injunction and accounting; but on such accounting 
plaintiff should recover no damages unless it can show that it has 
been injured in respect to sales which it might legally have made. 

The decree is reversed and the cause remanded for further 
proceeding in conformity with this opinion. 
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Hyerapve Foop Propucts Corporation v. H. D. Lez MercantTiILe 
CoMPANY, ET AL. 


United States Circuit Court of Appeals, Tenth Circuit 
January 5, 1931 


Unram Competition—ReEtier—Basis. 

In order to afford grounds for relief in unfair competition, the 
simulation must be of such a nature as to deceive the common buyer 
or a buyer exercising ordinary prudence. 

Trape-Marks—Seconpary Meanrnc—Ricut or Orners to Use. 

When a descriptive term has come to mean to the public, through 
long association, the goods of a particular manufacturer, the later 
user of the term must so distinguish it from the mark of the prior 
user that the public will not be deceived. 

Trape-Marks AND TrapE-Names—“Hyorape” anp “Higu Grape” Foop 

Stores—ABsENCE OF CoNFUSION. 

Although plaintiff had through long use given to its trade-mark 
“Hygrade” a secondary meaning as identifying its food products, the 
use by defendant on its place of business of the trade-name “High 
Grade Food Stores” held not to be unfair competition, as such use 
was not calculated to deceive a purchaser exercising ordinary prudence. 


In equity. Action for unfair competition. Appeal from the 


United States District Court for the District of Kansas dismissing 
bill. Affirmed. 


John S. Dean (John S. Dean, Jr., Frazor T. Edmondson, 
Jarold H. Corbin and Edward J. Bennett on the brief), 
all of Topeka, Kan., for appellant. 

Edwin C. Meservey (Meservey, Michaels, Blackmer, Newkirk 
and Eager, on the brief), all of Kansas City, Mo., for 
appellees. 


Before Lewis, Puituips and McDermorrt, C. JJ. 
Puituips, C. J., delivered the opinion of the court. 


Hygrade Food Products Corporation brought this action 
against the H. D. Lee Mercantile Company, a corporation, S. V. 
Scott, John Lynn, Alexander Noll, Wm. Smith and Robert P. Cook 
to enjoin them from using the trade-name “High Grade Food 
Stores” in connection with the manufacture, sale and distribution 
of food products, and for an accounting for damages and profits. 
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The amended complaint alleged: That the Hygrade Provi- 
sion Company, Inc., was incorporated in 1914 under the laws 
of New York; that it engaged in the manufacture, sale and dis- 
tribution of food products from that date until December, 1927; 
that on May 17, 1921, the Provision Company duly registered the 
trade-mark “Hygrade” in the United States Patent Office; that 
plaintiff was incorporated in December, 1927, as the successor 
of the Provision Company and acquired all of that company’s 
assets, including the right to the use of the trade-name and trade- 
mark “Hygrade’”’; that from 1914 on down to the date of the 
commencement of this suit plaintiff and its predecessor had ‘used 
the word ‘Hygrade’ upon their food products,’ had spent many 
thousands of dollars in advertising such trade-name in connection 
with food products, and had sold all classes of food products under 
such name, throughout the United States; that by reason thereof 
the trade-mark ‘“Hygrade” had acquired, among dealers and the 
public generally throughout the United States, “a meaning indi- 
cating that food products bearing such name are the products of 
the plaintiff’; that about June 1, 1929, the Mercantile Company 
induced a number of dealers in food products, including the de- 
fendants other than such Mercantile Company, in and about the 
cities of Kansas City, Kan., and Kansas City and Independence, 
Mo., to enter into agreements whereby the Mercantile Company 
purported to grant to such dealers the right to use, and such dealers 
agreed to use the name “High Grade Food Stores” in connection 
with the sales of food products to the public; that the defendants 
are so using the name “High Grade Food Stores’ and will con- 
tinue so to do unless restrained; that the use of the trade-name 
“High Grade Food Stores” by the defendants in the sale of their 
food products has caused and will cause dealers and the public 
generally to believe that defendants’ food products are the prod- 
ucts of the plaintiff, and to purchase defendants’ products as 
and for the products of the plaintiff; that such alleged wrongful 
acts have injured the good-will and trade-mark of the plaintiff 
in an amount in excess of $3,000 and that the defendants have 
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realized profits from the use of such trade-name in excess of that 
amount. 

By motion to dismiss, the defendants challenged the sufficiency 
of the bill to state a cause of action. The trial court sustained 
this motion and entered a decree dismissing the bill. Plaintiff 
has appealed. 

It is well settled that “a name which is merely descriptive 
of the ingredients, qualities or characteristics of an article of trade 
cannot be appropriated as a trade-mark and the exclusive use of 
it afforded legal protection.” Warner § Co. v. Lilly § Co., 265 
U. S. 526, 528 (44 S. Ct. R. 616) [14 T.-M. Rep. 247]; Canal 
Co. v. Clark, 18 Wall. 311, 328, 827; Standard Paint Co. v. Trini- 
dad Asphalt Co., 220 U. S. 446, 453 (31 S. Ct. R. 456) [1 T.-M. 
Rep. 10]. 

Such words, however, by long use in connection with the 
goods of a particular trader may come to be understood by the 
public to mean the goods of that particular trader and thus acquire 
what is commonly called a secondary meaning. Although a word 
may have acquired a secondary meaning, it still belongs to the 
public in its primary descriptive sense and any person may use it, 
provided he does so in such a way as not to convey the secondary 
meaning and deceive the purchasing public. 

Therefore, where a word has acquired such secondary mean- 
ing, a person, notwithstanding his general right to use such word 
because it is descriptive, when he offers his goods to that part 
of the public to whom such word has come to mean the products 
of another, must accompany the word with such distinguishing 
marks that a buyer exercising ordinary prudence will not be de- 
ceived. Richmond Remedies Ce. v. Dr. Miles Medical Co. (C. C. 
A. S.), 16 Fed. (2d) 598, 602 [17 T.-M. Rep. 82]; Merriam Co. 
v. Saalfield (C. C. A. 6), 198 Fed. 369, 373 [2 T.-M. Rep. 443]; 
Standard Paint Co. v. Rubberoid Roofing Co. (C. C. A. 7), 224 
Fed. 895 [5 T.-M. Rep. 207]; Barton v. Rex-Oil Co. (C. C. A. 3), 
2 Fed. (2d) 402, Id. 29 Fed. (2d) 474 [19 T.-M. Rep. 159]; 
Photoplay Pub. Co. v. LaVerne Pub. Co. (C. C. A. 3), 289 Fed. 
730 [10 T.-M. Rep. 102]; Elgin Nat. Watch Co. v. Illinois Watch 
Case Co., 179 U. S. 665, 674 (21 S. Ct. R. 270). 
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In order to afford grounds of relief for unfair competition, 
the simulation must be one which is likely to deceive the common 
buyer or a buyer exercising ordinary prudence. Queen Mfg. Co. 
v. Isaac Ginsberg §& Bros. (C. C. A. 8), 25 Fed. (2d) 284, 288 
[18 T.-M. Rep. 275]; Leschen & Sons Rope Co. v. Fuller (C. C. 
A. 8), 218 Fed. 786, 789 [5 T.-M. Rep. 87]; Wrisley Co. v. Iowa 
Soap Co. (C. C. A. 8), 122 Fed. 796; Federal Trade Com. v. 
Balme (C. C. A. 2), 28 Fed. (2d) 615, 620; Notaseme Hosiery 
Co. v. Straus (C. C. A. 2), 201 Fed. 99, 100 [4 T.-M. Rep. 425]. 

The bill alleged that the trade-mark “Hygrade,’ when used 
in connection with the sale of food products, has acquired a sec- 
ondary meaning and, to the purchasing public, it has come to 
mean the particular food products manufactured and sold by the 
plaintiff. Upon motion to dismiss, these allegations must be ac- 
cepted as true. The question remains: Has the plaintiff suffi- 
ciently alleged a simulation thereof by defendants which would 
deceive the common buyer or purchaser who exercises ordinary 
care in buying? 

The bill alleged that the plaintiff had advertised and sold its 
goods under the trade-mark ‘“Hygrade” and had marked its food 
products with such trade-mark. It is not alleged that the de- 
fendants have marked their goods with a trade-mark or trade-name 
similar to that of the plaintiff, but, rather, that the defendants 
have used the trade-name “High Grade Food Stores” upon their 
stores or places of business. While it is alleged, in the nature of 
a conclusion, that such use of the trade-name “High Grade Food 
Stores” is calculated to and will mislead the common buyer, the 
other facts alleged clearly show that this allegation is not well 
founded in fact. If the plaintiff has marked its goods with its 
trade-mark “Hygrade” and sold such goods as such, the purchasing 
public would naturally come to look for that trade-mark upon the 
goods or package. The mere use of the phrase “High Grade Food 
Stores” on a place of business, without marking the goods and 
packages offered for sale by a trade-mark similar to that of plain- 


tiff, would not be calculated to deceive a person exercising ordinary 
prudence in the purchasing of food products. 
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Furthermore, while the trade-mark used by the plaintiff and 
the trade-name and trade-mark used by the defendants both employ 
the words “high grade,’ one spelled “Hygrade” and the other 
“High Grade,” yet they are so wholly dissimilar it is inconceiv- 
able that a person exercising ordinary care in purchasing the prod- 
ucts offered by the defendants would be deceived into believing such 
goods were the products of the plaintiff. 

For the reasons stated, we conclude that the bill failed to state 
a cause of action. The decree is affirmed. 


FeperaLt Trape Commission v. Goop-Grarpe Company 
United States Circuit Court of Appeals, Sixth Circuit 
November 10, 1930 


Trape-Marks and Unrair Comprtition—Feperat Trape Commission Act 
—“Goon-Grare” on ArtiriciaL Beverace ConTAINING NO GRAPE 
Juice—Deception or Pustic. 

The use by respondent of the name “Good-Grape” on bottles con- 
taining a beverage artificially colored and flavored, whereon appeared 
in very small letters the phrase, “Modification, artificially colored and 
flavored,” held to be a method unfair to respondent’s competitors and 
and calculated to divert trade and injure the business of the said 
competitors. 

Unrarr Competition—Feperat Trane Commission Act—Pusuic INTerest. 
The sale by respondent of its “Good-Grape” beverage to the 

extent of seventy million bottles annually held to prove that a sub- 
stantial public interest was involved. 

Unram Competirion—Feperat Trane Commission Act. 

Although respondent changed its practice after the original order 
of the Commission was issued, the Commission had, nevertheless, the 
right to issue a modified order upon the original record. 

Unram Competition—Feprrat Trape Commission Act—MopiricaTion oF 
Orper. 

Where the original order of the Commission would place respond- 
ent upon an unequal footing with other soft drink manufacturers, 
the order was amended so as to permit respondent to continue the 
use of the word “Good-Grape,” provided a statement that the product 
is an imitation, artificially colored and flavored appeared prominently 
on the containers. 


In equity. Action to enforce modified order of the Federal 
Trade Commission. Injunction granted. 
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Robert E. Healy, of Washington, D. C., for Commission. 
Bloodworth § Fort, of Washington, D. C., for respondent. 


Hicks, C. J.: This is an original proceeding instituted by 
the Federal Trade Commission against the Good-Grape Company 
to enforce a modified order (Note 1) issued by the Commission 
which, with the original order (Note 2) it modifies, is set out in 
the notes. There is no pretense that respondent obeyed the order. 
The contention is that it was invalid. 

Respondent’s business consisted of manufacturing concentrates 
and selling them to bottlers. The bottlers produced therefrom and 
bottled a soft drink beverage which they sold to retailers and 
which, in turn, was dispensed to the consuming public. 

The complaint of the Commission was that respondent violated 
section 5 of the Act of 1914, chapter 311 (U.S. C. Tit. 15, chap- 
ter 2, section 45), by causing the beverage to be manufactured 
and sold in interstate commerce under the name, brand or label 
“Good-Grape” and by advertising this product as “Good-Grape,’’ 
“Grape,” and “Fruit of the Vine” and by otherwise falsely assert- 
ing and implying that it was composed wholly or in part of the 
natural juice of the grape. 

The complaint further charged that the beverage produced 
from the concentrates manufactured by respondent was sold in 
interstate commerce in competition with grape juice and other 
grape products and imitation grape products. These allegations 
are sustained by findings of fact which are in turn supported by 
evidence and are conclusive. (U.S. C. Title 15, chapter 2, sec- 
tion 45, paragraph 3.) 

The Commission also found that although the beverage pro- 
duced from the concentrate sold by respondent was only an imita- 
tion grape product, artificially colored and flavored and not made 
from the natural fruit of the grape, yet the respondent extensively 
advertised it by means of publications, circulating in interstate 
commerce and otherwise, as the juice from the natural fruit of 
the grape; that respondent designed and approved the labels at- 
tached to the bottles containing the beverage; that there appeared 
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on some of these labels the name “Good-Grape” and upon others, 
in addition to this hyphenated word, the phrase or slogan “Fruit 
of the Vine’; that prior to June, 1923, respondent furnished to 
bottlers crowns or bottle caps bearing the name “Good-Grape” ; 
that since that date it had furnished crowns or caps bearing the 
name “Good-Grape”’ and in addition thereto the phrase “Imitation, 
artificially colored and flavored” in very small letters, difficult to 
read; that the bottles used were designed and approved by respond- 
ent and had the name “Good-Grape” blown therein and that except 
upon the bottle crowns or caps as indicated respondent made no 
reference in its advertising to the fact that the beverage was an 
imitation, artificially colored and flavored. 

These findings are supported by the evidence. The weight to 
be given to the facts and circumstances as well as to the inference 
to be reasonably drawn therefrom was for the Commission. Fed. 
Tr. Comm. v. Pac. Paper Assn., 273 U. S. 52, 63. The open ques- 
tion is, whether the methods and practices of respondent amount 
to unfair competition to the detriment of a particular and substan- 
tial public interest. Fed. Tr. Comm. v. Klesner, 280 U. S. 19, 28 
[19 T.-M. Rep. 493]; Fed. Tr. Comm. v. Gratz, 253 U. S. 421, 
427 [10 T.-M. Rep. 295; 40 S. Ct. R. 527]; Fed. Tr. Comm. v. 
Balme, 23 Fed. (2d.) 615, 619, C. C. A. 2. 

This court holds that such methods and practices are unfair 
to both classes of respondent’s competitors, to wit, those who sell 
genuine grape juice and those who frankly sell imitations thereof 
but mark their goods truthfully. They necessarily divert or tend 
to divert the trade and injure the business of such competitors. 
Fed. Tr. Comm. v. Winstead Co., 258 U. S. 483, 493 [11 T.-M. 
Rep. 277; 42 S. Ct. R. 384]; Procter § Gamble Co. v. Fed. Tr. 
Comm., 11 Fed. (2d) 47, 48, C. C. A. 6; Fed. Tr. Comm. v. Balme, 
supra; Guar. Vet. Co. v. Fed. Tr. Comm., 285 Fed. 8538, 860, 
C. C. A. 2; Royal Bak. Powd. Co. v. Fed. Tr. Comm., 281 Fed. 744, 
752, C. C. A. 2 [12 T.-M. Rep. 140]; Fed. Tr. Comm. v. Kay, 35 
Fed. (2d) 160, 162, C. C. A. 7 [19 T.-M. Rep. 400]; Amer. Tob. 
Co. v. Fed. Tr. Comm., 9 Fed. (2d) 570, 575, C. C. A. 2. 








80 TWENTY-ONE TRADE-MARK REPORTER 


It serves no worthwhile purpose to elaborate upon these cases. 
It is enough that they establish the position taken. In this par- 
ticular the case presents an aspect entirely different from that 
shown in Raladam Co. v. Commission or in Berkey §& Gay Fur. Co. 
v. Commission, both decided June 28, 1930. 

It is equally clear that a substantial public interest is involved. 
The beverage is sold for human consumption and ordinarily for 
immediate use, the labeled cap or crown having been first removed. 
The average purchaser makes for himself only a casual, if any, 
examination of the real character of this five-cent drink. About 
70,000,000 bottles of it were consumed in each of the years 1923 
and 1924. 


Respondent insists that the Commission erroneously declined 
to permit it to show that in the interval between the issuance of 
the original and the modified order it had adopted a new formula 
and was using an amount of grape juice substantially greater than 
that originally used. It is noted that respondent did not reveal to 
the Commission or to this court the real amount of juice used in the 


new formula. 

However, the Commission was authorized to issue the modified 
order upon the original record (Fed. Tr. Comm. v. Kay, supra) 
and the allegation that respondent has in the meantime changed 
its practice did not strip the Commission of this power. Guar. 
Vet. Co. v. Fed. Tr. Comm., supra; Fox Film Corp’n v. Fed. Tr. 
Comm., 296 Fed. 3538, 857, C. C. A. 2; Moir v. Fed. Tr. Comm., 
12 Fed. (2d) —, 27, C. C. A. 1; Ark. Wholesale Assn. v. 
Fed. Tr. Comm., 18 Fed. —, 866, 871, C. C. A. 8. It was not 
compelled to assume that respondent had for all time ceased its 
original methods. 

Respondent’s brief complains that the witnesses before the 
Examiner were excluded during the hearing; that one Sale, a chem- 
ist in the Department of Agriculture, and a witness for the Com- 
mission, violated this rule by reading a portion of the testimony of 
another witness, and that Sale’s testimony should, therefore, be 
excluded. Whether Sale knew of the rule and violated it wilfully 
is not shown. However, the weight of authority is that the accept- 
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ance or exclusion of such testimony is a matter of discretion. 
Respondent did not bring the action of the Examiner to the atten- 
tion of the Commission or seek a review of it here in the manner 
provided. 

Upon the whole we conclude that the prayer of the petition 
should be granted, but not to the broad extent of the modified 
order. To do so would require respondent to change its formula 
as a prerequisite to the use of the words ““Good-Grape” or “Grape” 
altogether and would place respondent upon an unequal footing 
with other soft-drink or soda-water manufacturers who are per- 
mitted to apply to their products the name of a fruit or some 
variety thereof indicative of flavor only, rather than of a claim 
that such beverage was in fact produced from such fruit. 

The modified order will, therefore, be amended so as to add 
to clause (1) thereof the following, to wit: Or if the beverage 
produced is composed substantially as found by the Commission 
then respondent, its officers, representatives, agents, servants and 
employees, shall cease and desist altogether from the use of the 
phrase “Fruit of the Vine” and also from the use of the words 
“Good-Grape” or “Grape” in the connection indicated in this para- 
graph except and unless in the same connection it is made promi- 
nently to appear that the product is an imitation artificially colored 
and flavored. 

An injunction will be granted restraining the respondent from 
indulging in any of the practices forbidden by the modified order 
of the Commission as the same is amended in this opinion. 


* Modified Order.—“It is ordered that the respondent, the Good-Grape 
Company, its officers, representatives, agents, servants, and employees, do 
cease and desist from— 

“(1) Using or authorizing the use by others, in interstate commerce, 
of ‘Good-Grape,’ the phrase or slogan ‘Fruit of the Vine,’ or the word 
‘Grape’ either alone or in conjunction or combination with any other 
word or words, letter, or letters as a corporate or trade-name, or as a 
trade-brand or designation in advertising, or in business stationery, or 
on labels or bottles or other containers, or the caps, crowns, or stoppers 
thereof, in connection with the sale or distribution of a product which 
is not composed wholly of the natural juice or fruit of grapes, except 
and unless such product is composed in substantial part of the natural 
juice or fruit of grapes, and ‘Good-Grape, ‘Fruit of the Vine, or the 
word ‘grape’ wherever used as above described, is accompanied with a 
word or words, equally conspicuous with it in character or type, clearly 
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indicating that such product is composed in part of material or materials 
other than the natural juice or fruit of grapes. 

“(2) Using or authorizing the use by others, interstate commerce, 
in advertising or upon business stationery or on bottles or other containers 
or on labels, crowns, stoppers, or otherwise, of any word or words, picture, 
or symbol falsely representing or suggesting that a product is made from 
or contains the natural juice or fruit of grapes.” 

* Original Order.—“It is ordered that the respondent, Good-Grape 
Company, its officers, representatives, agents, servants, and employees, do 
cease and desist from directly or indirectly: 

“(1) Using or authorizing the use of the name ‘Good-Grape’ whether 
on advertising matter relating to the concentrated ‘Good-Grape’ or the 
beverage ‘Good-Grape’ or on bottles or other containers thereof, or on 
labels or crowns or stoppers of such bottles or containers, or otherwise, 
unless and until the name ‘Good-Grape’ is in every instance accompanied 
with an explanation in close proximity to the name ‘Good-Grape’ in letters 
at least one-half as high and one-half as wide as the letters used in the 
accompanying name ‘Good-Grape,’ and of heaviness of color and style 
of lettering which will render them at least equally as conspicuous in 
proportion to their height and width as the letters in the accompanying 
name ‘Good-Grape, which explanation shall contain the statement that 
the concentrate ‘Good-Grape’ or the beverage ‘Good-Grape’ is an imita- 
tion and is not grape juice. The following may be used for this explana- 
tion: ‘Imitation grape—not grape juice.’ 

“(2) Using or authorizing the use by others in advertising or upon 
business stationery or on bottles or other containers or on labels, crowns, 
stoppers, or otherwise, or at all, the phrase or slogan ‘Fruit of the Vine,’ in 
connection with the sale of (a) a concentrate or concentrates not made from 
grapes and not containing the juice from the natural fruit of grapes from 
which a beverage is made, or (b) a beverage, not made from grapes and not 
containing juice from the natural fruit of grapes. 

“(3) Using or authorizing the use by others in advertising or upon 
business stationery or on bottles or other containers or on labels, crowns, 
stoppers, or otherwise, or at all, any word or words, pictures, or symbols 
falsely representing or suggesting (a) that a concentrate or concentrates 
from which a beverage is made is made from grapes and contains the 
juice from the natural fruit of grapes, or (b) that a beverage is made from 
grapes and contains the juice from the natural fruit of grapes.” 


Tue Pepsopent Company v. ALEXANDER C, Ferausson, Jr., 
Doing Business as Ferausson LaporaTories 


United States District Court, District of New Jersey 


December 31, 1930 


Trape-Marxs—Unrairn Competition—“PepsopeNnT”’ AND “PAPsINATED” FOR 
DentiFricE—ImriratiInG CONTAINERS. 

After plaintiff had for many years made and sold a dentifrice 

under the trade-mark “Pepsodent,” distinctively displayed on con- 
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tainers of original appearance, the use by defendant on its tooth paste 
of the word “Papsinated” and cartons similar in color and general 
appearance to those of plaintiff's was enjoined as unfair competition. 
In equity. Action for unfair competition. Motion for injunc- 
tion pendente lite. Granted. 


Backes § Backes, of Trenton, N. J., Edward S. Rogers and 
Allen M. Reed, both of Chicago, Ill., for plaintiff. 
Felix & Felix, of Philadelphia, Pa., for defendant. 


Avis, D. J.: Plaintiff, the company manufacturing and mar- 
keting a tooth paste, known as “Pepsodent,” files its bill of com- 
plaint against the defendant, alleging the defendant is manufactur- 
ing and selling a tooth paste which it calls “Milk of Magnesia Pap- 
sinated Tooth Paste,’ which plaintiff alleges is an infringement 
of its product because of the name used, the wording, coloring and 
style of the package in which the product is marketed, and also 
the tube which contains the paste. Plaintiff prays for an injunc- 
tion restraining the defendant, ultimately, and during the pendency 
of this suit generally, from the use of the word “Papsinated,’ or 
any tube or carton, identical with or like the tube or carton in 
which plaintiff markets its product; or from doing any act or thing 
calculated to induce the belief that defendant’s product is the 
product of the plaintiff; and also for an accounting. 

The present motion is for a preliminary injunction pending 
the final disposition of the suit. The affidavits upon which the 
motion is made, and which are annexed to the bill of complaint, in 
my opinion, show in a prima facie way that the plaintiff has adopted 
and trade-marked the word it uses, and the containers in which 
it dispenses its product, and that the defendant is marketing a 
product to be used for the same purpose as “Pepsodent,’ although 
the paste itself is of a different color and has a different action. 
Plaintiff claims that the tube in which the paste is contained is 
so similar to the tube used by the Pepsodent Company as to de- 
ceive the purchasing public, and that the package or carton in 
which the tube is sold so closely resembles the package or carton 
which the plaintiff uses, as to work a deception upon the purchasing 
public and be injurious to plaintiff in the conduct of its business. 
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The court has had the opportunity of examining the cartons 
used by both parties, plaintiff and defendant, and although the 
word “Papsinated” is considerably different from the word “Pep- 
sodent,” yet the method of placing this word upon the outside of 
the carton is almost identical with the method used by the plain- 
tiff on its cartons. Particularly is this so with relation to the scor- 
ing above and below the name. The scoring below the word “Pap- 
sinated” begins at the tail of the letter “p” which is the third letter 
of both words, and continues to the end of the word in the same 
way as used by plaintiff, and the scoring above the name ends at 
the letter “d” on the carton used by the defendant, as it does on 
the carton used by the plaintiff. 

It is true that, when placed side by side, the color of the two 
packages is considerably unlike, but when seen separately the 
similarity is so great, in my opinion, that the purchasing public 
could be easily deceived. 

I am satisfied that the defendant should be restrained during 
the pendency of the suit from marketing its product in the carton 
which it has heretofore used, and such restraint will be issued, 
although, at the present time and on the preliminary hearing with 
the facts submitted, I am not convinced that a pendente lite 
restraint should be issued with relation to the tube or product. 


Tue StierF Company v. THE ScHOoFIELD CoMPANY 
Tue ScHoFriELp Company v. THe Stierr CoMPpANy 


Circuit Court of Baltimore City 


December 4, 1930 


Trape-Marxs—“Rose” For SitverwarE—Descriptive Term. 

The word “Rose,” either alone or in conjunction with the design 
of a rose, as a trade-mark on certain repousee silverware, held to be 
descriptive of the goods and not a valid trade-mark. 

Trave-Marxs—Unram Comretition—How EsrasisHep. 

Unfair competition is not established merely by similarity and 
form in general appearances. Intention must be shown to do some- 
thing to misrepresent the origin of the goods with the object of deceiv- 
ing the public. 
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Unram Comprtition—Suirs—ABsENce oF Description. 

In a suit for alleged unfair competition in the use of the word 
“Rose,” alone or with the design of the rose, as a trade-mark for 
silverware where it was not shown that the public had been deceived. 

TrapEe-Mark INFRINGEMENT—SvuITs—RELIEF—WHEN JUSTIFIED. 

To entitle complainant to relief, the use of the trade-mark con- 
cerned must be actual and exclusive. Where the evidence showed 
that the containers were sold to the consumer without the mark appear- 
ing thereon, complainant was not entitled to ask relief. 

In equity. Action for trade-mark infringement and unfair 
competition and counter-claim by respondent. Original bill and 
crossbill dismissed. 


John E. Cross and Harry N. Baetjer, both of Baltimore, Md., 
for the Stieff Company. 

Watson E. Sherwood and Vernon Cook, both of Baltimore, 
Md., and Vernon E. Hodges, of Washington, D. C., for 
the Schofield Company. 


Dawkins, J.: This case has not been without difficulty caused 
partly by the “twilight zone” existing among the decided cases 
that have passed upon the questions that go to determining how 
a word in familiar use with a well-known, simple and easily defined 
and well-understood meaning can by combination with other descrip- 
tive words or by receiving a Christian name become secondary in 
meaning with little or no regard to the real meaning of such a 
word, so that such a word may become merely as describing a type 
or name to be applied to things combined together, even though 
not of the same family. 

Both the complainant and respondent are Maryland corpora- 
tions, engaged in the manufacture and sale of silverware. 

The complainant claims that its business was established in 
1892 by Charles C. Stieff and that by proper descent it is now 
the owner of the trade-mark or pattern of silver called “Rose,” 
antedating any right that the respondent might allege as belonging 
to it. 

That by new and advantageous improvements, designs and 
devices, and the expenditure of large sums of money in and about 
the making and selling of silverware it has established a definite 
ownership in the name “Rose.” 
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That its design in repousse silverware has been designated 
and known generally by the trade-mark and trade-name “Rose.” 

That in the same year (1892), in advance of all others, it 
did design, originate, use, etc., the arbitrary word “Rose” in 
connection with its silverware. 

That the trade-mark aforesaid, in combination with other 
words, or symbols has come to be widely recognized as a means 
of identifying the silverware sold and distributed by the Stieff 
Company, all of which was well known to the respondent. 

That the trade-mark “Rose” in connection with the manufac- 
ture, advertisement and sale of silverware has attained a secondary 
meaning. 

That being such owner the complainant has filed on August 
14, 1929, in the United States Patent Office an application for 
the registration of said trade-mark “Rose,’ with the usual and 
necessary affidavits and statements in accordance with the law, and 
that a certificate of registration was granted on January 7, 1930, 
which certificate is still in force. 

That, prior to the granting of said certificate and thereafter, 
the complainant has extensively advertised through various agencies 
in the City of Baltimore and elsewhere and thereby has built up 
a large and profitable business in said repousse silverware, in con- 
nection with the said trade-mark “Rose.” 

That since 1915 the complainant has extensively advertised 
and manufactured tableware of silver under the name of “Lady 
Claire.” 

That on account of the careful manufacture in making the 
goods, the complainant has established a valuable reputation for 
its “Lady Claire’ tableware. 


That the said silver tableware has characteristics, shape, de- 
sign and ornamentation peculiar to it, so that it has become recog- 
nized as the product of the complainant. 

That your complainant likewise obtained from the United 
States Patent Office, on the seventh day of January, 1930, a 
certificate of registration of “Lady Claire” as a trade-mark. 
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That the said trade-marks, consisting of the words “Rose” 
and “Lady Claire,” are of great value to the complainant, so that 
any infringement on the same or resemblance thereto is calculated 
to mislead the public into the mistaken belief that they are pur- 
chasing the complainant’s goods when they are not so doing, work- 
ing thereby great injury to the complainant. 

That the complainant is entitled to the exclusive enjoyment 
and use of the trade-marks mentioned and is entitled to be pro- 
tected against any unfair use or imitation thereof and against all 
acts constituting unfair competition. 

That the respondent, well knowing the premises and the com- 
plainant’s rights, continued to so injure the complainant and de- 
prive it of the benefits and advantages which might accrue to it, 
and has wilfully and unlawfully and in defiance of the complain- 
ant’s rights, reproduced counterfeit copies and imitated ‘Rose,’ 
using the words “Baltimore Rose,” “The Original Baltimore Rose” 
and other expressions which included the complainant’s trade-mark 
“Rose,” whereby the public has been deceived, and the complain- 
ant’s customers have also been deceived by the respondent selling 
to retailers and dealers and various customers such goods so as 
to defraud and cheat the complainant and so as to divert the 
profits and advantages from the complainant and to make the 
public and customers believe that the goods were the produce of 
the complainant. 

That such acts constitute an infringement of the trade-mark 
and unlawful competition in trade. 

That the respondent has made and sold silverware in imita- 
tion of the “Lady Claire” mark of the complainant, identical in 
shape, size, weight, decoration and details, which imitation has 
misled and deceived the public, purchasers and intending pur- 
chasers of silverware, to the great injury of the complainant. 


The respondent denies the material allegations of the bill and 
especially that a repousse design of silverware since 1892 has 
been manufactured and sold by the trade-mark ‘“‘Rose” and that 
“Rose” was originated or used in the year 1892 or continuously 
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thereafter by the complainant or its predecessors (preceding 
owners); and 

That it differentiated such manufactured silverware from that 
manufactured and sold by others; and 

That the word “Rose” has not been intended to signify the 
complainant’s goods; and also 

That the word “Rose” has been used in connection with the 
marking and sale of silverware made by the complainant. 

The respondent also denies that the word “Rose” has ac- 
quired any secondary meaning in the silverware industry. 

The respondent says that the complainant was not the owner 
of the trade-mark “Rose” when the above mentioned certificate of 
registration was obtained from the United States Patent Office. 

The respondent alleges that the certificate of registration 
of the seventh of January, 1930, is invalid and void, as the word 
“Rose” is descriptive and cannot be appropriated as a valid trade- 
mark. 

The respondent denies that the “Lady Claire’’ mark has been 
known to the public as complainant’s manufacture. 

The respondent admits the manufacture of “Lady Claire” 
silverware, but alleges that no injury has ensued thereby to the 
complainant. 

The respondent also claims that the complainant or its prede- 
cessors were not the original designers of the pattern named “Rose,” 
but the material and parts were known to and designed by numer- 
ous other people and manufacturers, and, moreover, as a fact the 


complainant’s alleged sole design was really devised by the respond- 
ent who permitted the complainant to use the said design upon 
the representation of said Stieff Company that it would reimburse 
the said Schofield for the use thereof, but has not kept the promise 
to so reimburse. 


That the complainant has acquired no rights to the exclusion 
of others and that the word “Rose” as applied to silverware was 
publici juris. 

That the word “Rose” is generic and has not acquired a sec- 
ondary meaning in the trade. 
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It is also claimed that the respondent has continuously used 
a rose in the design of its silverware, which has been known to 
the public as “Rose’’ design continuously and without interruption, 
since 1872. 

That the respondent in 1907 used the trade-mark or trade- 
name “Baltimore Rose’ and prior to the adoption of “Rose” by 
the complainant. 

The respondent denies using the “Lady Claire” designation in 
the sale of its goods. 

Delay, the respondent claims, is an estoppel to any right to 
sue for relief. 

A cross-bill has been filed by the respondent against the 
complainant, alleging that in the year 1907 when it began business 
as manufacturing silversmith “Rose” patterns were being made 
using the names of various flowers by different silversmiths. 

That it built up a large business using the name “Baltimore 
Rose.” 

That as far back as 1871 a firm known as Klank Brothers 
made and sold a repousse pattern under the name of “Rose,” until 
the death in 1909 of the owner of the Klank Brothers business; and 

That the complainant thereafter (complainant in the cross- 
bill), acquired all the capital stock of said Klank Brothers together 
with its dies, rollers, etc. 

That it filed on May 7, 1930, with the Secretary of the State 
of Maryland, application for the registration of its trade-mark 
“Baltimore Rose.” 

The respondent in the cross-bill claims the ownership of 
“Baltimore Rose” patterns which have been its sole property. 

It asks for injunctive relief restraining the respondent from 
using the trade-mark name “Baltimore Rose” and from offering 
its goods under said name and from representing to anyone that 
the respondent was the originator of said name in a repousse pat- 
tern applied to Sterling silver. 

The respondent (the complainant in the original bill), answers 
the cross-bill denying in effect the allegations of said bill and 
returning the allegations of the original bill and especially denying 
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that the pattern manufactured and sold by Klank Brothers was 
ever manufactured or referred to as the “Rose” pattern or that 
the Schofield Company ever acquired the assets of the Klank & 
Sons Company from the last owner of the Klank concern. 

It also denied that the registration of the trade-mark “Balti- 
more Rose” in May, 1930, conferred any rights in the word “Rose” 
per se, or any words that include the respondent’s trade-mark 
“Rose.” 


The substance of the bill, cross-bill and answers thereto has 
been substantially stated. 

The complainant in the original bill prays for injunction relief 
restraining the respondent from making use of any kind of the 
trade-mark “Rose” and the trade-mark “Lady Claire” and requir- 
ing it to account to the complainant for all profits realized by it 
from the sale of silverware under the trade-mark ‘“‘Rose” and the 
trade-mark “Lady Claire.” 

Much testimony has been taken that would seem to have been 
unnecessary. The testimony and briefs amount to nearly one 


thousand pages of printed matter, besides, some time was consumed 
in the oral arguments. 


Whilst the court has gone over all of these very carefully, 


yet the real question that should determine this case is a rather 
narrow one. 


If the conclusion reached is correct, it will be unnecessary to 
consider the ancestral lines of ownership, descent of trade-marks 
or the time of acquisition of the latter. It has been said that 
the “Rose” by any other name would smell just as sweet. 

The rose ordinarily means a beautiful flower, or it is used 
to signify a color or a proper Christian name, but it is contended 
here that the word “Rose” having been used continuously and 
exclusively since 1892 in connection with silverware as used by 
the complainant and its ancestors in title, either alone or in com- 
bination with other flowers or words, as a designation for its silver- 
ware, has acquired a secondary meaning to those who know and 
use the same as indicating Stieff’s rose pattern. 
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In manufacturing, booking and selling Stieff’s silverware the 
“Rose” pattern has been called “Maryland,’ “Maryland Rose,” 
“Baltimore,” “Baltimore Rose,” “Stieff’s Rose” and “Rose.” 

There is some conflict of testimony as to the period when the 
Stieff people used the different names. The actual adoption of the 
name “Rose” as shown by the catalogs offered in evidence seems 
to have been about 1913 or later. Catalogs prior to that time 
seem to have called the pattern “The Maryland” or “The Balti- 
more,’ using at times in connection with these apparently the 
word “Rose.” 

A rose design was sold by various manufacturers and dealers, 
other than Stieff, from time to time, from the nineties on. The 
various names given were “Rose,” “Jack Rose,” “Yorkshire Rose,’ 
“Lancaster Rose,” etc. 

A scrap book produced by a witness, Mr. Little, shows a 
great many other names of Rose in connection with different 
words, and in a few instances without any “Christian’’ names 
attached. 

A well-known Baltimore dealer who has himself been in the 
silverware business for about forty-five years, succeeding to a 
business established 115 years ago, says that the name “Rose” 
has been used for the years he has been in business in a general 
use and was common property. It was only descriptive. 

The witness, Mr. Klank, from whom the respondent acquired 
the nucleus of his business, says that his firm made a rose design 
and that persons who dealt with his firm called it “Rose Pattern.”’ 
The “Rose Roller” was turned over to Schofield by Klank, show- 
ing the making of the original “Rose.” 

Mr. Schofield of the respondent company himself says he 
worked for the complainant’s predecessor, leaving it in 1907. At 
that time the complainant called their pattern “Maryland Rose’’ 
and he called his when he started business the “Baltimore Rose.” 

It is not entirely clear but what the name “Original Baltimore 
Rose” used by the respondent and to which objection was made 
by the complainant, belonged to the respondent as the first user 
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or pioneer, which would nullify the recent certificate or trade-mark 
“Rose” of the complainant. 

Apart from this, the query comes, can a descriptive word 
such as “Rose” become the exclusive property of any individual? 
No novelty can be shown in its use. Does the combination with 
other flowers tend to establish its secondary meaning to so designate 
such use? 

A case referred to in the argument which seems entirely in 
point, Chapin-Sachs Co. v. Hendler Co., 254 Fed. Rep. 553 
[9 T.-M. Rep. 123], deals with the words “The Velvet Kind” 
as applied to ice cream. In this case the court held that the word 
“Velvet,” whilst generally meaning a soft cloth, had a secondary 
meaning on application of softness and quality, but could not be 
appropriated by anyone to the exclusion of others. 

A descriptive name describing ingredients or characteristics 
of an article cannot be appropriated as a trade-mark, even if the 
public may make a mistake as to the ownership of the product, etc. 

Warner v. Lilly § Co., 265 U. S. 526 [14 T.-M. Rep. 247; 
44S. Ct. R. 615]. 

In this case the rose on the spoon offered in evidence is one 
of other flowers. It would not be unreasonable that this familiar 
word could be used by any repousse manufacturer, who used or 
desired to use the word as descriptive of many patterns. 

If others use the “Rose” truthfully as describing their prod- 
ucts, then would they have the right so to do? Rose is familiar 
to everyone as one of the loveliest of flowers, which is valued and 
appreciated by all. So entirely descriptive is it that it is difficult 
to see how it can have any use that would take that meaning away 
from it. 


There are many cases fixing the difference between descrip- 
tive words and those which by some peculiarity in construction 
or combination were claimed to have acquired a secondary meaning. 

Wrigley’s case, 183 Fed. 99—“Spearmint” held descriptive ; 
Donnelly v. Robertson, 32 App. D. C. 355—‘‘Mountain Dew” 
held descriptive. 
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See also, Computing Scales Co., 118 Fed. Rep. 965, computing 
stands for a scale and not a maker. 


Larabee v. Lewis, 67 Ga. 561—“Snoflake” held to be descrip- 
tive; and many other cases. 

From what has been said, it would seem clear that “Rose” 
is descriptive and not secondary as to its use in the manufacturing 
of silverware, but there is another aspect of the case that should 
receive consideration, viz., as to the priority of use. 

If the observations made as to the original use be true, then 
it should certainly be resolved in favor of the party first to appro- 
priate the use. 

“Rose” has been in use in the trade in various forms for many 
years, and by the trade generally, and, moreover, the predecessors 
of the respondent seem to have used the “Rose” pattern or design 
prior to the complainant. 

To entitle the complainant to have the relief sought, the use 
must be actual and exclusive. If it be necessary under the law to 
have the name affixed to the package that goes to the consumer, 
the evidence in this case fails to show such compliance. 

The testimony only shows that the tissue or white paper 
enclosing the package sent to the dealer had the word “Rose” 
written in pencil on it, which paper probably never goes to the 
consumer. 

The suggestion is made that laches should prevent recovery by 
the complainant, but the evidence that there was but slight effort 
made by the respondent, although claiming the right to use of the 
name since 1907, yet the evidence tends to show that although the 
respondent made no special effort to market his product to the 
trade, such as would bring about any unfair competition, until 
comparatively recently, when it came to its notice through the 
Virginia agent, the complainant immediately gave notice through 
its attorney of his intention to take action to prevent the use. 

The defense of laches will not prevail, as this is clearly a 
claim of infringement of trade-mark. It would not seem that 
there has been established any unfair competition, since there is 
no evidence of any individual, dealer or other member of the public 
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or community at large being deceived or any misrepresentation of 
any kind by soliciting of trade or anything tending to show such 
effort. 

In the somewhat confused state of the evidence it is not 
entirely clear whether the complainant or the respondent has the 
clearest exclusive use of the word or mark. Unless there was a 
permanent abandonment by one, the other would seem to have no 
right or exclusive right to use, priority going largely to determine 
the right. If there were an abandonment, it would seem plain 
that anyone could adopt it. O’Rourke v. Central City Soap Co., 
28 Fed. Rep. 678. 

The parties did business close enough together, a few blocks 
apart, for over twenty years, so that it is difficult to believe that 
they were not aware of each others’ activities. There is no indi- 
cation of any effort on the part of the respondent to profit by 
the complainant’s advertising or any effort to push the goods on 
the public by deception. 

Unfair competition is not established alone by similarity in 
form or general appearance. The intention must be shown to do 
something to misrepresent the origin of such articles of manufac- 
ture, or with the object of deceiving the public. Marvel v. Pearl, 
133 Fed. 160. 

If there be no satisfying evidence of unfair competition, then 
unless the word “Rose” has acquired a secondary meaning, the 
relief sought by the complainant must be denied. 

A full reading and rereading of the testimony and going over 
the able briefs submitted in the case, have taken a great deal of 
time, so without attempting to further review either the facts or 
the law, it would seem that the evidence taken as a whole tends 
to show that there never was a time when there was not a number 
of silverware manufacturers using the word “Rose” in some form 
or with some additions, so that the Stieff Company apparently 
could not be said to have exclusively used it. If this is true it 
only emphasizes the fact that a manufacturer cannot acquire a 
trade-mark in a name already in more or less use in the trade. 
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If the word “Rose” is purely descriptive and has not acquired 
a secondary meaning, its use would not justify the use by the 
complainant of. the said word. 

In unfair competition cases the competition must be limited 
to the particular kind of fairness, which consists fundamentally in 
putting off on the public goods of one manufacturer to the injury 
of another. 

I think it has been before stated in this memorandum that 
there is no evidence tending to show that anybody has ever bought 
Schofield silver thinking it was getting Stieff silver. 

A very striking case is that of Armour §& Company v. Louis- 
ville Provision Co., 283 Fed. Rep. 42 [13 T.-M. Rep. 44], in which 
it is stated that whether a complainant or its predecessors actually 
adopt a trade-mark as a symbol for distinguishing its goods from 
that of another and to distinguish also the symbol from a trade- 
mark ‘Armour Star” is distinctively one of fact when the respond- 
ent has denied it, and where there is doubt as to the original 
adoption and where registration does not clearly confirm the adop- 
tion by proof of registration. 

It would seem unreasonable that this complainant should adopt 
a single word as a sole trade-mark in view of the other manu- 
facturers having previously adopted or used the word “Rose.” 

Quoting Armour’s case again: 

“It would seem unnatural that the plaintiff would adopt now its 
asserted trade-mark without distinguishing the product as ‘Armour’s Star’ 
or in any other appropriate way.” 

In that case the testimony tended to show that the Armour 
name was better known than the word “star” and that “Armour’s 
Star” was generally called for by that name, tending to discredit 
the assertion that “Star Hams” and “Star Bacon” without more 
had come to indicate Armour’s goods, 

The conclusion was reached in that case that the complainant 
had not sufficiently established the adoption of the alleged trade- 
mark “Star” unless it was adopted as a part of the trade-mark 
“Armour’s Star.” 
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There are many cases cited in the briefs and which have been 
gone over with great care. It might be said at this time that the 
acquisition of the business of Klank & Son Manufacturing Com- 
pany by buying the stock was completed in the judgment of the 
court by acquiring the shares of stock that seemed to belong to 
the Klank who made the sale. The occupancy of the property 
by Schofield, which had been occupied by the Klank people, is the 
best indication that the shares of stock alleged to have been sold 
closed out the Klank interest. 

The conclusion, without further discussion, has been reached. 


1. That no fraudulent competition has been proven. 


2. That the complainant was not the first to use and adopt 
the designation “Rose” as a predominating and distinguishing fea- 
ture for the purpose of identifying its silverware from goods sold 
by others. 

8. That the public has not been deceived by any act of the 
respondent, that is, to the extent of any person buying one article 
for the other. 

4. That the weight of evidence tends to show that “Baltimore 
Rose’ was the property of the respondent in the original bill. 

5. That there is no such infringement of the trade-mark 
proven or misrepresentation of fact as would entitle the complainant 
to recover. 

6. That even though there were certain representations made 
at the time of the registration of the word “Rose,” that if the 
complainant had any general right to obtain such registration it 
should not be of any force to enable the court to grant the relief 
sought in this case. The trade-mark should never have been regis- 
tered, if the facts of the case has been fully presented to the 
United States Patent Office. 

The injunction and relief sought by the complainant in the 
original bill will be denied. 

In regard to the relief sought in the cross-bill for the reasons 
stated in passing upon the original bill, the court is of the opinion 
that such relief should not be granted at this time. 
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In regard to the use of the trade-mark “Lady Claire” there 
does not seem to be any call for injunctive relief at this time, 
even though the complainant seems to be alone entitled to its use. 

I do not understand that an injunction can be granted to 
prevent something that has not been done. 

In regard to the use of the words “Lady Claire,’ the pattern 
belongs to the complainant. No one else ever pretended to have 
used it, but the making of the few spoons by duplication for cus- 
tomers, it seems is not such a violation as calls for any account- 
ing, though the complainant is entitled to injunctive relief as to 
that name if it should be improperly used. 


JANTZEN Knittinc Mitis v. West Coast Knirtine Mitts 


United States Court of Customs and Patent Appeals 


January 12, 1931 


Trape-MarKs—REPRESENTATION OF Goons. 
A mere representation of the goods on which the mark is used 
cannot, without distinctive features, be registered as a trade-mark. 
Trape-MarKks—REPRESENTATION OF Divine Girt ror Batuine Surts—Non- 
CONFLICTING Marks. 


A mark consisting of the representation of a girl dressed in 
bathing suit, cap and shoes, about to dive from a springboard held 
not confusingly similar to a mark consisting of the picture of a girl, 
in a bathing suit with arms and limbs extended and appearing to be in 
the air in the act of diving. 

Appeal from a decision of the Commissioner of Patents dis- 
missing a trade-mark opposition. Affirmed. For the Commis- 
sioner’s decision, see 19 T.-M. Rep. 64. 


Eugene E. Stevens, of Washington, D. C. (Edward D. Jones 
and Albert L. Jacobs, of Chicago, Ill., of counsel), for 
appellant. 

Albert J. Fihe, of Chicago, Ill., for appellee. 


Lenroot, J.: This is an appeal from a decision of the Com- 
missioner of Patents affirming a decision of the Examiner of In- 
terferences, dismissing an opposition filed by appellant against 
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the application of appellee for registration of a trade-mark for 
bathing suits, comprising a representation of a girl attired in a 
bathing suit, cap and shoes, about to dive from a springboard into 
the water. The notation “Hollywood” appears over this repre- 
sentation, which notation, however, is disclaimed apart from the 
mark shown. The mark is used by appellee as a trade-mark for 
swimming suits. 

Appellant claims prior use upon the same kind of goods of a 
trade-mark comprising a girl with arms and limbs extended, at- 
tired in a bathing suit, cap and stockings, appearing to be in the 
air as in the act of diving. Appellant further pleads ownership 
of three registrations, No. 193298, dated December 23, 1924, 
No. 194451, dated January 27, 1925, and No. 213637, dated 
June 1, 1926. In each of the marks here under consideration 
approximately one-half of the figure of the girl is covered by a 
swimming suit. 

Both parties took testimony and the Patent Office tribunals 
found that appellant adopted and had continuously used its mark 
from a date over a year and a half prior to the earliest date that 
appellee alleged adoption and use of its mark. This was conceded 
upon the argument of the case before us. The goods upon which 
the marks are used are identical and the only issue before us is 
whether or not the marks of the respective parties are confusingly 
similar within the meaning of section 5 of the Trade-Mark Act 
of 1905. The Patent Office tribunals concurred in finding that 
they are not, and it was upon that ground that the opposition 
was dismissed. 

The Commissioner in his decision affirming the decision of 
the Examiner said: 

“The opposer has shown large expenditures in advertising, the crea- 
tion of a large business in connection with which its mark has been used 
and, presumably, is in possession of a valuable good-will as an asset to 
its business. It being the first in the field, doubts, if any exist, in accord- 
ance with the usual rule, must be resolved against the late comer. 

“The specimens showing the actual use of the applicant’s mark indi- 
cate the bathing suit to be of a different color from that adopted by 
the. opposer. It is in evidence, however, that the applicant in some 


instances uses red or orange as the color of the bathing suit exhibited 
in its mark. The opposer usually employs red as the color of the swimming 
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suit as well as the cap and stockings shown upon the figure. To this 
extent, there is some similarity in the two marks here under considera- 
tion. It must be noted that the respective representations of the figures 
in the two marks are quite dissimilar. There is nothing in the position 
of the figure of the applicant’s mark which suggests the very unusual 
attitude or position of the figure of the opposer’s mark. It may be truly 
said that both represent a diving girl but beyond this, except as to the 
color above noted, the similarity ends. Unless it can be held the opposer 
is entitled to the broadest possible interpretation of its trade-mark rights 
in connection with the representation of a female figure wearing a bathing 
suit and in the act of diving, or even in the position preliminary to making 
a dive, opposer cannot succeed in the instant case. It is in evidence, 
applicant’s record page 19 and exhibits 7 to 13, that the pictorial repre- 
sentation of a girl clad in a swimming suit has been used by others before 
either of the instant parties entered the field. It may be said that such 
a representation could not be appropriated in any event as a trade-mark 
for such goods since such a representation would be merely that of the 
goods themselves in the position in which they are ordinarily used and 
others engaged in this same business would have a right to so illustrate 
their goods. These facts, therefore, lead to the conclusion that the dif- 
ferences between the particular representations of the girls and their 
positions are such that confusion in trade would not be likely. Only in 
a broad sense can both marks be said to represent a diving girl since in 
one instance, that of the opposer, the girl is in the air, and in the other 
instance, that of the applicant, the girl is standing up upon the end of a 
plank or board.” 


Appellant contends that the Commissioner erred in refusing 
to give a broad interpretation of its trade-mark rights in connection 
with the representation of a female figure wearing a bathing suit 
and in the act of diving, and insists that, as it was first in the field 
to use a diving girl as a trade-mark for swimming suits, it is en- 
titled to the exclusive use of such representation as a trade-mark 
for such merchandise. If appellant is correct in this contention, 
the decision of the Patent Office should be reversed. 

The first question, therefore, is whether appeilant is, as a 
matter of law, entitled to the broad interpretation which it claims 
for its trade-mark. It will be observed that its trade-mark con- 
sists of the figure of a girl in the posture heretofore stated, clad 
only in a swimming suit, with cap and stockings. Appellant con- 
cedes that appellee has the right to adopt as a trade-mark the 
figure of a girl upon which to illustrate its swimming suits, but 
contends that no figure of a diving girl can be lawfully so used 
because of its prior rights to the exclusive use of such figure. 
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We do not think that appellant has a right to monopolize the 
figure of a diving girl clad in a swimming suit. It is a well-settled 
principle of trade-mark law that a mere representation of the mer- 
chandise on which the mark is used cannot be adopted as a trade- 
mark. Bristol Co. v. Graham, 199 Fed. Rep. 412 [3 T.-M. Rep. 
9]; Ex parte American Paint § Color Co. [4 T.-M. Rep. 40]. 

The reason for this rule is that such a mark indicates nothing 
in the nature of origin or ownership of the articles to which it is 
affixed. In Elgin National Watch Co. v. Illinois Watch Case Co., 
179 U. S. 665, (21 S. Ct. R. 270) the court, discussing the nature 
of a trade-mark, said: 

“The term has been in use from a very early date, and, generally 
speaking, means a distinctive mark of authenticity, through which the 
products of particular manufacturers or the vendible commodities of 
particular merchants may be distinguished from those of others. It may 
consist in any symbol or in any form of words, but as its office is to point 
out distinctively the origin or ownership of the articles to which it is 
affixed, it follows that no sign or form of words can be appropriated as a 
valid trade-mark, which from the nature of the fact conveyed by its 
primary meaning, others may employ with equal truth, and with equal 
right, for the same purpose.” 

A representation of the goods themselves may, however, if 
incorporated with other features of a mark which are sufficiently 
arbitrary and distinctive as in themselves to indicate origin or 
ownership of the goods to which they are affixed, be adopted as a 
trade-mark. 

An illustration of such a mark being allowed registration is 
found in Ex parte Cooper Underwear Co., 130 M. D. 325 [9 T.-M. 
Rep. 523], where the mark consisted of the representation of a 
woman sitting upon a couch, having a wrapper draped in such 
manner as to reveal in part the knitted underwear which she wears, 
a child, also dressed in knitted underwear, sitting beside her, while 
another, similarly clad, stands upon one foot on the opposite side. 
The woman is represented as reading from a book. The registra- 
tion was allowed for use on woven and knitted underwear for men, 
women and children, and for socks. The Commissioner of Patents 
in his decision said: 


“If applicant’s picture were merely a picture of its underwear, it 
would be clearly unregistrable. But it is an arbitrary, artistic arrange- 
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ment of details in which the illustration of the goods is only one of many 
features. The couch, the woman reading from a book to the two children, 
convey an idea distinct from the underwear, and while any manufacturer 
is entitled to illustrate his underwear garments per se, he is not entitled 
to monopolize the arbitrary matter in applicant’s picture, and there is 
enough of this matter to take this mark away from a mere representation 
of applicant’s goods.” 

In Ex parte Thompson Piano Mfg. Co., 130 M. D. 311 
[9 T.-M. Rep. 522], a representation of a grand piano and a 
woman standing by the piano polishing the same was granted 
registration as a trade-mark for furniture polish, the Commissioner 
of Patents holding that there was sufficient arbitrary matter to 
warrant allowance of the mark. 

In Ex parte Scholl Mfg. Co., 130 M. D. 113 [9 T.-M. Rep. 
321], a mark for instep arch supports consisting of a perspective 
view of the underside of a foot supported on a mechanical arch, 
held in turn by a hand, was refused registration upon the ground 
that it was descriptive. 

As heretofore observed, the swimming suits appearing upon 
appellant’s and appellee’s marks both cover approximately one- 
half of the respective figures of the girls. We think it is clear 
that the only ground upon which either is registrable is that it 
has such distinctive elements that its registration does not in fact 
preclude others manufacturing similar goods from illustrating the 
same upon girls in a diving, swimming or any other general posi- 
tion in which a girl clad in a swimming suit would ordinarily be 
seen; the only limitation upon such manufacturer would be that 
he would have no right to illustrate swimming suits made by him 
upon the figure of a girl, employing in such representation arbitrary 
features which had theretofore been adopted by another as a trade- 
mark, or so closely resembling the same as to cause confusion in 
the mind of the public. 

We hold, therefore, that appellant’s trade-mark rights are 
limited to the figure of a girl in substantially the position shown 
in its registered mark, and not to the figure of a diving girl 
generally. 

We think that the representation of a diving girl wearing 
a swimming suit is generic in character, and the registration of 
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such a representation as a trade-mark cannot exclude others from 
using any representation of a diving girl wearing a swimming suit, 
but only from using the representation of a diving girl in sub- 
stantially the same position and posture as that shown by its mark. 
The test of similarity producing confusion is, therefore, not whether 
the two marks represent diving girls, but whether the appearance 
or position which gives to appellant’s mark its exclusive right has 
been so nearly simulated by appellee in its mark as to be likely 
to cause confusion or mistake in the mind of the public or to 
deceive purchasers. 

Applying this test to the two marks in issue, we are clear 
that the resemblance is not such as to prevent registration of ap- 
pellee’s mark. We think no purchaser would confuse the posture 
of a girl with arms and limbs extended, as in the act of diving 
through the air, with the posture of a girl standing on a diving 
board with her arms held back as if about to spring or dive into 
water. We may add that the diving board adds further distinc- 
tiveness to appellee’s mark. 

The decision of the Commissioner of Patents is affirmed. 


Bianp, J., dissenting: I cannot agree either in the conclusion 
reached or the reasoning employed in the decision of the majority, 
for the reason, chiefly, that it permits the registration of appellee’s 
trade-mark, when, to me, it is obvious that confusion, within the 
meaning of the trade-mark statute, will result. The opinion of 
the majority seems to rest chiefly upon the rights existing between 
the parties and takes no consideration of the public’s rights with 
reference to confusion. 

If the diving girl trade-mark of appellant is a valid one and 
entitled to registration, it would seem that appelle’s trade-mark 
should not be registered for use on goods of the same descriptive 
properties, since the trade-marks so nearly resemble each other 
as to be likely to cause confusion or mistake in the mind of the 
public and will deceive purchasers. If the trade-mark of appellant 
is invalid, it ought not to have been registered, and of course the 
same applies to appellee’s trade-mark which so nearly resembles it. 
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Furthermore, if the reasoning employed by the majority as 
to the scope of protection afforded to appellant for his trade-mark 
is conceded and if its validity is conceded, I would have to differ 
with the majority in the conclusion that “no purchaser would con- 
fuse the posture of a girl with arms and limbs extended, as in the 
act of diving through the air, with the posture of a girl standing 
on a diving board with her arms held back as if about to spring 
or dive into water.” The ordinary purchaser of bathing suits, 
seeing a diving girl, clad in a bathing suit, in the act of diving, 
would hardly study the exact posture of the diving girl and com- 
pare it with the posture of another similar diving girl. 

The effect of the majority holding will probably be that trade- 
marks of many different kinds, representing diving girls, in bathing 
suits, in slightly different postures, will be registered, resulting in 
conditions which Congress sought to prevent. 


Hatrietp, J., concurs in the dissenting opinion. 


DECISIONS OF THE COMMISSIONER OF PATENTS 


Conflicting Marks 


Moore, A. C.: Held that the applicant is not entitled to regis- 
ter the word “Iris” as a trade-mark for cotton textile fabrics com- 
prising chenille towels, wash cloths, etc., in view of the prior use 
by the opposer of the term “Crepe Iris” as a trade-mark for silk 
and artificial silk fabrics, knitted, netted and textile fabrics, the 
word crepe being disclaimed in an application for registration 
filed by it. 

The ground of the decision is that the marks are so similar 
that their use upon the goods of the respective parties would be 
likely to cause confusion in trade. 

In his decision, after noting that the opposer, in its applica- 
tion for registration, had disclaimed the word “Crepe,’ and refer- 
ring to decisions holding that descriptive words form no part of 
technical trade-marks, the Assistant Commissioner said: 


“I am of the opinion that the two marks are confusingly similar 
to each other.” 
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With reference to the goods, he said: 


“The question is not one of confusion of goods, as would seem to 
be indicated in some of the earlier decisions (see Ex parte Miguel, 120 
M. D. 211 [7 T.-M. Rep. 154]), but one of confusion as to the origin or 
ownership of the goods (citing decisions of the Court of Customs and 
Patent Appeals). 

“In view of the above decisions and others, it is evident that the 
Office classification is not controlling upon the question as to whether 
or not goods are of the same descriptive properties. The law appears 
to be that where the goods of one party as offered for sale, under his 
trade-mark bear such relation to the goods of another party having the 
same or similar trade-mark, as to be likely to cause confusion or mistake 
in the mind of the public as to the origin or ownership of the goods, the 
goods of both parties belong to the same class and have the same descrip- 
tive properties, within the meaning and spirit of section 5 of the Trade- 
Mark Act of February 20, 1905. And in considering this question greater 
weight should be given to the mark than to the goods, the mark being 
the commercial signature of the manufacturer or owner of the goods, and 
all reasonable doubts should be resolved in favor of the party first to 
adopt and use the mark.” 


Then, after referring to the argument that the sustaining of 
the opposition would in effect render invalid certain registrations 
which have been granted, he said: 

“The Court of Customs and Patent Appeals of the District of Colum- 
bia, however, has held that in opposition proceedings prior registrations 
may not be considered (MacEachen v. Tar Products Corporation, 398 
O. G. 542, 41 F. (2d) 295 [20 T.-M. Rep. 464]) except to show that the 


marks employed have become public property (Lever Bros. Co. v. Riodela 
Chemical Co., 398 O. G. 356, 41 F. (2d) 409 [20 T.-M. Rep. 311]).’ 


Descriptive Terms 


Kinnan, F. A. C.: Held that the applicant is not entitled to 
register, under the Act of 1905, the word “Peerless” as a trade- 
mark for radio apparatus and certain parts thereof. 

The ground of the decision is that the mark is merely descrip- 


tive, and applicant having obtained registration under the Act 
of 1920, is now estopped to claim registration under the Act of 
1905. 

In his decision, after stating that the Act of 1920 provides 
for the registration of only such marks as are not registrable under 
the Act of 1905 and noting applicant’s argument that the Examiner 


* Belding Heminway Company v. Valway Rug Mills, Inc., 156 M. D. 
540, December 18, 1930. 
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may cancel the 1920 registration and thus remove the bar to the 
registration on the present application, the First Assistant Commis- 
sioner said: 


“There is no provision of law under which the Examiner or the 
Commissioner, of his own initiative, may cancel a registration. The regis- 
trant may, of course, have its registration cancelled. However, even if 
this were accomplished in the instant case, registration of the mark under 
the 1905 Act would still be denied on the ground the word is merely 
descriptive of the character or quality of the goods.” ? 

Kinnan, F. A. C.: Held that applicant is not entitled to 
register, under the Act of 1905, the notation ““No-Nox,” as a trade- 
mark for motor fuels, on the ground that it is merely descriptive 
of a character or quality of the goods. 

In his decision, after stating that it is a matter of common 
knowledge that under some conditions a motor will “knock” and 
that such “knocking” is generally attributed to pre-ignition of 
the charge, and that some grades of gasoline were until recently 
regarded as producing this “knocking” to a greater extent than 
others, and noting applicant’s argument that the notation was in- 
tended to convey the suggestion that applicant’s goods were non- 
poisonous or non-noxious, and referring to a number of decisions 
in which marks including the word “No” followed by a statement 
of function were held descriptive, the First Assistant Commissioner 
said: 

“In the light of these adjudicated cases, the applicant’s notation 
must be held descriptive of the character or quality of its goods if the 
purchasing public would obtain from it nothing more than the informa- 
tion that the applicant’s gasoline would, when used in a motor, produce 
no knocks. It seems clear enough this notation would have only this 
effect upon the minds of users of the applicant’s gasoline. ‘Nox’ is an 
obvious misspelling of ‘knocks’ and is, in fact, given in the dictionary 
as indicating the proper pronunciation of the latter. The notation appears 


to be but an equivalent in its meaning of anti-knocking or non-knocking 
when applied to gasoline.” * 


Moore, A. C.: Held that the opposer had shown no grounds 
upon which the applicant should be refused registration of the term 
“Tucork” as a trade-mark for composition flooring and insulating 
products, such as cold storage and refrigerating insulation. 


* Ex parte Thompson Levering Co., Inc., 156 M. D. 548, December 19, 
1931. 


* Ex parte Gulf Refining Co., 156 M. D. 544, December 19, 1930. 
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In his decision, after referring to the statute, which requires 
that marks shall be registered, except under certain conditions, and 
stating that it was not clear in what respect the opposer had brought 
himself within the statute, and noting that the opposer states that 
it associates the word “cork” and the term “cork board” with its 
goods, the Assistant Commissioner said: 


ball 


. . there is nothing of record showing that the opposer has the 
right ‘to the exclusive use of cork, with its well-known properties and 
characteristics, for insulating purposes, nor the right to the exclusive use 
of the word ‘cork’ as the name of the product.” 


He then stated that the opposer’s main contention was that 
the mark was descriptive of the opposer’s goods and false and 
misleading when applied to applicant’s goods, which contention was 
based on the ground that the mark sought to be registered means 
“true cork” whereas the applicant’s goods contains practically no 
cork. He then said: 


“The applicant explains that its mark was not intended to mean, 
and does not in fact mean, ‘true cork’; also that said mark was formed 
from the first part of its corporate name ‘Tuco, with the letters ‘RK’ 
added thereto, and that the word cork was included in its trade-mark as 
suggestive that its product possesses properties or characteristics similar 
to cork. 

“I am of the opinion that the applicant’s mark would not be inter- 
preted by the members of the public as meaning ‘true cork’ but as an 
arbitrary and technical trade-mark. 

“As to opposer’s contention that the applicant has been guilty of 
deception and fraud on the public by using the mark ‘Tucork’ on its 
goods, it may be stated that this is a question between the applicant and 
this Office and does not affect the opposer any more than any other mem- 
ber of the public. In fact, the opposer should be the least interested as 
it does not purchase or use the applicant’s goods.” * 


“Armstrong Cork and Insulation Co. v. Tuco Products Corp., 156 
M. D. 545, December 26, 1930. 








